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Office Action Summary 



Application No. 



09/134,417 
Examiner 



Vickie Y. Kim 



Applicant(s) 
ROSS ETAL 



Art Unit 

1614 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address » 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36 (a). In no event, however may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely 

- If NO penod for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C § 1 33) 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed mav reduce anv 
earned patent term adjustment. See 37 CFR 1 .704(b). ' 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) K Claim(s) 21.23.24.27-40 and 97-106 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6M Claim(s) 21.23.24.27-40 and 97-106 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) Q Claims are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are objected to by the Examiner. 

1 1) D The proposed drawing correction filed on is: a)Q approved b)D disapproved. 

12) Q The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. $ 119 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. $ 1 19(a)-(d) or (f). 

a)D All b)D Some*c)D None of: 

1. Q Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. 



3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14)D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 



Attachment(s) 

15) □ Notice of References Cited (PTO-892) 18) □ Interview Summary (PTO-413) Paper No(s). 

1 6) p3 Notice of Draftsperson's Patent Drawing Review (PTO-948) 1 9) □ Notice of Informal Patent Application (PTO-1 52) 

17) □ Information Disclosure Statement(s) (PTO-1 449) Paper No(s) . 20) □ Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 01-01) 



Office Action Summary 



Part of Paper No. 16 
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DETAILED ACTION 



Continued Prosecution Application 



1 . The request filed on September 29, 2000 for a Continued Prosecution Application (CPA) 
under 37 CFR 1.53(d) based on parent Application No. 09/134,417 is acceptable and a CPA has 
been established. An action on the CPA follows. 



2. The disclosure is objected to because of the following informalities: In page 1 1 3 
(especially, lines 5-7), table E, the category labels for each column are illegible. Appropriate 

» 

correction is required. 



3. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

4. Claims 21, 23-24 , 27-40, 97-106 are rejected under 35 U.S.C. 1 12, first paragraph, 
because the specification, while being enabling for treating a nerve related vision and memory 
disorder using specific heterocyclic compounds where the species are taught in the instant 
specification such as claim 102 , does not reasonably provide enablement for all possible single 
N containing sixmenmbered-heterocyclic compounds. In addition, without specific teaching of 
where(which atom) the claimed substituents(e.g. N-linked ketone, diketo, thioketo, ester, amide, 



Specification 



Claim Rejections - 35 USC § 112 



t • 
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etc) are attached to. The specification does not enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make the invention commensurate in 
scope with these claims. The disclosure fails to teach or state one how to make the all the 
possible heterocyclic compound with the said substituents. Without this disclosure one of 
ordinary skill cannot practice the invention without undue experimentation because of the 
number of operational parameters and unlimited possibilities that would be involved in making 
heterocyclic compounds with the possible substituents. For example, without specific teaching 
about the position where the substituents are attached to, it is not possible to have complete 
search. The scope of the claims should be limited to only subject matter which was described in 
the specification in such a way as to reasonably convey to one skilled in the relevant art that the 
inventor(s), at the time the application was filed, had possession of the claimed invention. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claim 103 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

7. While applicant may be his or her own lexicographer, a term in a claim may not be given 
a meaning repugnant to the usual meaning of that term. See In re Hill, 161 F.2d 367, 73 
USPQ 482 (CCPA 1947). The term "Way- 124,666" in claim 103 is used by the claim to mean 
"a compound that is registered under chem. No. 14943 8-3 1-3" while the accepted meaning is 
"Way-1 24,466."; see enclose document from Registry database "RN 149438-31-3". Appropriate 
clarification is required. 
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Allowable Subject Matter 

1 . If claim 102-106 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 1 12, 1 st and 2nd, set forth in this Office action and to include all of the limitations of the 
base claim and any intervening claims. 

Conclusion 

2. All the elected claims claims are rejected. 

3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vickie Kim whose telephone number is (703) 305-1675 
(Tuesday-Friday: 8AM-6:30PM) and Fax number is (703) 308-7924. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
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